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DETAILED ACTION 
Election/Restrictions 

1 . Applicant's elections without traverse of group I, claims 1,2,45, 7-22, 24 and 25 
in the reply filed on 15 September 2008 and of a monomer from species group A and an 
inorganic material from species group B, in the reply filed on 21 January 2009 are 
acknowledged. 

Specification 

2. The disclosure is objected to because it contains an embedded hyperlink and/or 
other form of browser-executable code. Applicant is required to delete the embedded 
hyperlink and/or other form of browser-executable code. See MPEP § 608.01 . 

Appropriate correction is required 

35 use § 112, sixth paragraph 

2. The means plus function language in claims 15 and 16 falls within and invokes 
35 use 112, sixth paragraph. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1,2,4, 5, 7-22 and 24 are rejected under 35 U.S.C. 1 02(b) as being 
anticipated by Hess et al. (US 2002/0094533). 

Hess et al. teach: 
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a system comprising a reaction substrate with a multiplicity of reactor zones 
(plurality of through holes having immobilized probes, par. 15), the reaction substrate 
having a substantially flat top surface and a substantially flat bottom surface (top and 
bottom are flat, Fig. 1), the reaction substrate being porous with a multiplicity if 
essentially parallel pores enabling the liquid flow through (high density of holes, par. 10; 
holes are parallel, par. 224), the pores having a diameter of less than 1 jum or less than 
100 nm (par. 96), which is encompassed by the range of about 10 ^m to 10 nm; 

the flat top surface bonded to the bottom of a first rigid support (three platens are 
stacked, center platen is the reaction substrate and the top platen is the rigid support, 
par. 99; the top platen is made from a rigid material, par. 95; upper surface of bottom 
platen, reaction substrate, is bonded to the top surface of the upper platen, rigid 
support, par. 11) the rigid support comprising a multiplicity of through going holes 
extending from the top of the rigid support to the bottom of the rigid support (top platen 
is rigid support and has through holes, platens are stacked and can have the same 
arrangement of through holes, par. 98-99), wherein the through going holes define 
reactor zones (plurality of through holes have immobilized probes, par. 15). 

With respect to claim 2, Hess et al. teach a subset of the holes being reversibly 
masked (mask is reusable and therefore can be removed thus providing a reversible 
masking, par. 21). 

Regarding claim 4, Hess et al. teach part of the pores being masked by filling the 
pores with a masking polymer, wherein the masked pores define the outer borders of 
the reactor zones (par. 130). 
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With respect to claims 5 and 14, Hess et al. teach monomers anchored to the 
walls of the pores (reagents may be attached to walls of through-holes, par. 1 1 ; 
reagents may be monomers, par. 24). 

Regarding claim 7, Hess et al. teach chemical reagents monitored optically (par. 
31, 35 and 64). 

With respect to claims 8, 20 and 21, Hess et al. teach the reactions being 
nucleotide synthesis reactions and forming oligonucleotides (par. 208-210). 

Regarding claims 9, 10 and 12, Hess et al. teach the reaction substrate made of 
an inorganic material that is temperature resistant and optically transparent (plates 
made from glass, par. 13). 

With respect to claim 1 1 , Hess et al. teach a thermal bonding between the rigid 
support and the reaction substrate (par. 112). 

With respect to claim 13, Hess et al. teach the holes of the rigid support 
reversibly containing reaction components (par. 210). Although Hess et al. do not 
specifically teach the reaction components being reversible, such a limitation is drawn to 
intended use and does not provide any structural limitations to the device. The prior art 
must only be capable of performing the recited intended use. Since the reaction 
components described in par. 210 are capable of being removed from the through holes 
and are therefore the holes reversibly contain the reaction reagents. 

Regarding claims 15 and 16, Hess et al. teach a means for applying pressure 
and a means for inducing a reversible flow through the reaction substrate (par. 64). 
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With respect to claim 17, Hess et al. teach a reaction manifold for selectively 
delivering particular reagents to the reaction zones (par. 133). 

Regarding claim 18, Hess et al. teach the rigid support having 10,000 through 
holes (par. 314), which is encompassed by the recited ranges of at least 96, 384 or 
1536 holes. 

With respect to claim 19, Hess et al. teach the bottom surface of the reaction 
substrate bonded to the top of a second rigid support (three platens are stacked, center 
platen is the reaction substrate and the top platen is the rigid support, par. 99; the 
bottom platen is made from a rigid material, par. 95; upper surface of bottom platen is 
bonded to the top surface of the reaction substrate, par. 1 1 ), the second rigid support 
having through going holes extending from the top of the second rigid support to the 
bottom of the second rigid support, and the holes of the second rigid support aligned 
with the holes of the first rigid support (par. 98 and 99). 

Regarding claim 22, although Hess et al. do not specifically teach the system 
used for synthesizing different polymers in parallel, such a limitation is drawn to 
intended use of the system and does not provide any further product limitations to the 
structure of the system. A recitation of the intended use of the claimed invention must 
result in a structural difference between the claimed invention and the prior art in order 
to patentably distinguish the claimed invention from the prior art. If the prior art 
structure is capable of performing the intended use, then it meets the claim. Since the 
system of Hess et al. teach the limitations required by claim 1 , the system taught by 
Hess et al. is capable of performing the recited intended use. 
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With respect to claim 24, Hess et al. teach an apparatus comprising: a system 
according to claim 1 (see claim 1 above), an incubation device for holding the system 
(par. 188), a loading station (par. 203), a dispensing and aspiration station (par. 25 and 
par. 260), a pressure application station (par. 154) and a reading station (par. 302). 
Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary sl<ill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

4. Claim 25 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hess et 

al. (US 2002/0094533) in view of Liddiard (US 4,574,263). 

Hess et al. teach a reaction substrate made of metals, glass or plastic (par. 95), 
but fail to teach the reaction substrate made of aluminum oxide. 

Liddiard teach a glass or aluminum oxide substrate having through holes (col. 2, 
lines 42-56), in order to provide a substrate for a high performance detector. 
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Therefore it would have been obvious to one having ordinary skill in the art at the time 
the invention was made to use as the substrate in the device of Hess et al., Liddiard as 
taught by Liddiard. One having ordinary skill in the art would have been motivated to 
make such a change as a mere alternative and functionally equivalent substrate 
material the same expected substrate effect would have been obtained. The use of 
alternative and functionally equivalent techniques would have been desirable to those of 
ordinary skill in the art based on the economics and availability of components. 
Conclusion 

No claims are allowed. 

Any Inquiry concerning this communication or earlier communications from the 
examiner should be directed to MELANIE YD whose telephone number is (571)272- 
2933. The examiner can normally be reached on M-F 8:30-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Shibuya can be reached on (571) 272-0806. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Melanie Yu/ 

Patent Examiner, Art Unit 1641 



